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Detailed Action 



Drawings 

1 . The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference character has been used to designate the same elements. In figure 
10 the same reference number 38 refers to both column of fields and indicator, see 
page 23 lines 24-29 and the same reference number 42 refers to both the context 
frames and the right arrow, see page 24 lines 20-25. Corrected drawing sheets in 
compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. Each drawing sheet submitted after the filing date of 
an application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 



Specification 

2. The disclosure is objected to because of the following informalities: 
Page 22 lines 23-25 states: 

A copy of a software computer code ".COPYRIGHT. Apple Computer, Incorporated" for 
the Zooming History Controller written for the Macintosh llfx.TM. computer is contained 
in Appendix A. 
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However, there is no appendix A in this application and applicant did not file a 
CD-ROM containing the computer code. This application did not incorporate by 
reference the appendix A of the original patent. Thus, this reference to an Appendix A 
should be deleted.. 

Appropriate correction is required. 



Double Patenting 

3. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

4. Claims 26-40 are provisionally rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claims 26-40 of copending Application No. 10/428,059. 
Claims 26-40 of this application are identical to claims 26-40 of copending application 
10/428,059. This is a provisional double patenting rejection since the conflicting claims 
have not in fact been patented. 



5. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
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USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

6. Claims 41-81 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 41-144 of 
copending Application No. 10/428,059. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the claims of this application 
differ in scope from those of the copending application from broader to the same to 
more narrower. Comparing claim 43 of this application to claim 41 of copending 
application 10/428,059 and then claims 41 and 42 of this application to claim 41 of 
copending application 10/428,059 one sees that the claims of this application differ in 
scope from those of the copending application from broader to the same to more 
narrower. Thus, these claims are obvious an obvious variation of the same thing being 
patented in the copending application. 

Broader versions of patented claims are an obvious way for applicant to claim the 
same thing patented. In re Vogel, 422 F.2d 438, 164 USPQ 619, 623 (CCPA 1970). 
Vogel stated on page 623 "The answer to the second analysis question, therefore, is 
yes, and the claim is not allowable in the absence of a terminal disclaimer. The 
correctness of this conclusion is demonstrated by observing that claim 10, by reciting 
"meat, " includes pork. It is further noted that viewing the inventions in reverse order, i.e. 
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as though the broader claims issued first, does not reveal that the narrower (pork) 
process is in any way unobvious over the broader (meat) invention disclosed and 
claimed in the instant application.". Thus, this application's broader claims are not 
unobvious over the above identified patented claims. 

Thus, the minor variations between the pending claims and the patented claims 
is obvious type double patenting. In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1 970). On page 623 of Vogel the CCPA wrote: 

[4] If it is determined that the same invention is being claimed twice, 35 
U.S.C. 101 forbids the grant of the second patent, regardless of the 
presence or absence of a terminal disclaimer. If the same invention is 
not being claimed twice, a second question must be asked. 

The second analysis question is: Does any claim in the application 
define merely an obvious variation of an invention disclosed and claimed 
in the patent? In considering the question, the patent disclosure may not 
be used as prior art. In re Boylan, supra; In re Aldrich, 55 CCPA 1431 , 
398 F.2d 855, 158 USPQ 31 1 (1968). This does not mean that the 
disclosure may not be used at all. As pointed out above, in certain 
instances it may be used as a dictionary to learn the meaning of terms in 
a claim. It may also be used as required to answer the second analysis 
question above. We recognize that it is most difficult, if not meaningless, 
to try to say what is or is not an obvious variation of a claim. A 

[5] claim is a group of words defining only the boundary of the patent 
monoply. It may not describe any physical thing and indeed may 
encompass physical things not yet dreamed of. How can it be obvious or 
not obvious to modify a legal boundary? The disclosure, however, sets 
forth at least one tangible embodiment within the claim, and it is less 
difficult and more meaningful to judge whether that thing has been 
modified in an obvious manner It must be noted that this use of the 
disclosure is not in contravention of the cases forbidding its use as prior 
art, nor is it applying the patent as a reference under 35 U.S.C. 103, 
since only the disclosure of the invention claimed in the patent may be 
examined. 

If the answer to the second question is no, there is no double patenting 
involved and no terminal disclaimer need be filed. If the answer is yes, a 
terminal disclaimer is required to prevent undue timewise extension of 
monopoly. 
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On page 623 last line to page 624 of Vogel the CCPA wrote: 

Appealed claim 10, supra, will now be considered. It recites a process to 
be per formed with "meat." "Meat" reads literally on pork. The only 
limitation appearing in claim 10 which is not disclosed in the available 
portion of the patent disclosure is the permeability range of the 
packaging material; but this is merely an obvious variation as shown by 
Ellies. The answer to the second analysis question, therefore, is yes, 
and the claim is not allowable in the absence of a terminal disclaimer. 
The correctness of this conclusion is demonstrated by observing that 
claim 10, by reciting "meat," includes pork. Its allowance for a full term 
would therefore extend the time of monopoly as to the pork process. It is 
further noted that viewing the inventions in reverse order, i.e. as though 
the broader claims issued first, does not reveal that the narrower (pork) 
process is in any way unobvious over the broader (meat) invention 
disclosed and claimed in the instant application . Emphasis added. 



Thus, the slightly more narrower claims of this application are obvious over the slightly 
broader claims in copending application. 



This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

.8. Claims 26-81 are rejected under 35 U.S.C. 1 12, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 
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Claims 26-40 and 64-81: 

Claims 26, 31 , and 36 claim in the preamble "to control a graphical user interface" and 

in the body of the claim does not set forth controlling a graphical user interface but 

instead sets forth "adjusting a first parameter under control of a first user interface 

element". From the specification the parameter under control is not a graphical user 

interface but rather various values. See applicants specification at page 12 line 23 to 

page 13 line 1 1 . Therefore this claim does not clearly claim the intended control. Is the 

control of a graphical user interface the issue or the control of parameters the issue? 

When claims 26, 31 , and 36 claim "adjusting a first parameter under control of a first 

user interface element" it is not clear what part of the graphical user interface is 

controlling the parameter. The only part of applicant's specification that discusses 

interface elements is located on page 13 line 8. Page 13 lines 1-1 1 states: 

In the preferred embodiment of the present invention, one parameter 
corresponds to a scale and the other parameter corresponds to an 
increment within the scale's range. The mouse is used to allow a user to 
simultaneously adjust both the control of the time scale and the control for 
scanning at the selected time scale. This is accomplished by reassigning 
the axes of the mouse from moving the cursor to controlling the time scale 
and the selected value at that time scale. By depressing the mouse button 
while the cursor is positioned over certain interface elements, the mouse 
is disengaged from the cursor. Instead, vertical movement of the mouse 
adjusts the time scale and horizontal mouse movement adjusts the 
selected value at that time scale. 
Thus, it is clear the originally filed specification discussed using the interface elements 

to disengage the mouse from the cursor, therefore, the claims do not clearly claim what 

part of the graphical user interface is controlling the parameter. Similarly when claims 

64, 70, and 76 claim "adjusting a first parameter depicted by a first user interface 

element" and "adjusting a second parameter depicted by a second user interface 
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element" the claims do not clearly claim what part of the graphical user interface is 
controlling the parameter. 

Claims 41-81: 

Claims 41 , 48, 52, 56, 59, 60, 63, 64, 70, and 76 use various forms of the word depict. 
The specification describes displaying to the user via displayed control elements of the 
graphical user interface a visualization of the control of the scale and range. Claims 41, 
52, 56, and 60 use the phrase "being depicted by" and claims 48, 59, 64, 70, 76 use the 
phrase "depicted by". It is not clear from these terms the scope of the claims since the 
specification teaches displaying the scale or range to the user via a control element of a 
graphical user interface. The term depicted is abstract in that it covers more than that 
which is displayed to the user on display 121. The remaining dependent claims do not 
limit the depiction to display of the control elements on display 121 . Claims 41 , 52, 56, 
60, and 63 use the phrase "first control element of a graphical user interface" and 
"second control element of a graphical user interface". The original specification did not 
use the term "control element". Therefore, it is not clear what part of the graphical user 
interface is the "control element". 
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Claim Rejections - 35 USC § 101 

9. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



10. Claims 26-81 are rejected under 35 U.S.C. 101 because the claimed invention is 

directed to non-statutory subject matter. This application is directed to a useful, 

concrete, and tangible result, however, these claims are not. These claims are directed 

to manipulating abstract ideas. State Street Bank & Trust Co. v. Signature Financial 

Group Inc. (CA FC) 47 USPQ2d 1596, 1603 (7/23/1998). AT&T Corp. v. Excel 

Communications Inc. (CA FC) 50 USPQ2d 1447. On page 1603 first paragraph the 

CAFC wrote in State Street: 

Under Benson , this may have been a sufficient indicium 
of nonstatutory subject matter. However, after Diehr and 
Alappat , the mere fact that a claimed invention involves 
inputting numbers, calculating numbers, outputting 
numbers, and storing numbers, in and of itself, would not 
render it nonstatutory subject matter, unless, of course, its 
operation does not produce a "useful, concrete and tangible 
result." Alappat , 33 F.3d at 1544, 31 USPQ2d at 1557. 7 



On page 1603 paragraph labeled [4] the CAFC wrote: 

[4] The question of whether a claim encompasses statutory 
subject matter should not focus on which of the four 
categories of subject matter a claim is directed to - process, 
machine, manufacture, or composition of matter-but rather 
on the essential characteristics of the subject matter, in 
particular, its practical utility. Section 101 specifies that 
statutory subject matter must also satisfy the other 
"conditions and requirements" of Title 35, including novelty, 
nonobviousness, and adequacy of disclosure and notice. 
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See In re Warmerdam , 33 F.3d 1354, 1359, 31 
USPQ2d 1754, 1757-58 (Fed. Cir. 1994). 



1 1 . Claim 26-40 and 64-81 claim adjusting a parameter. This is an abstract non- 
tangible process. The specification does not limit the claimed term "parameter" to a 
tangible entity. Controlling a graphical user interface is also an abstract process. The 
claimed input device does not give the claim a practical utility. See above number [4]. 
The claimed cursor is an abstract computer entity. The claims do not clearly claim what 
part of the graphical user interface is controlling the parameter making this part of the 
claim abstract. These claims as a whole do not produce a "useful, concrete and 
tangible result." Alappat, 33 F.3d at 1544, 31 USPQ2d at 1557. 

Claims 41-48, 52, 53, 55, 56, 60, 61, 63, 64, 68-70, 74-76, 80, and 81 claim an 
abstract non-tangible method without a claimed practical utility. As stated above the 
term depicted is an abstract term that means more than displaying the control element 
of the graphical user interface element on display 121 . Therefore the claimed functions 
are to an abstract non-tangible method. 

Claims 49-51 and 54 claim a "position of a cursor of the graphical user interface 
on a display screen". This does do not claim the cursor is displayed to the user, thus, 
the claimed cursor is an abstract computer entity. 

Claims 57-59 claim switching a mouse between controlling a cursor's position on 
a display screen and controlling the scale and the position of the range. This does not 
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claim the cursor is displayed to the user, thus, the claimed cursor is an abstract 
computer entity. 

Claim 62 claims remapping the first and second axes of the input device such 
that the input device controls positioning a cursor of the graphical user interface. This 
does not claim the cursor is displayed to the user, thus, the claimed cursor is an 
abstract computer entity. 

Claims 65-67, 71-73, and 77-79 claim "when a cursor of the 
graphical user interface is in the first region" and also claims "when the 
cursor of the graphical user interface is in the second region". This does 
not claim the cursor is displayed to the user, thus, the claimed cursor is an 
abstract computer entity. 



Supporting excerpts from MPEP 2106 follows. 

A process that consists solely of the manipulation of an abstract idea is not 
concrete or tangible. See In re Warmerdam, 33 F.3d 1354, 1360, 31 USPQ2d 1754, 
1759 (Fed. Cir. 1994). See also Schrader, 22 F.3d at 295, 30 USPQ2d at 1459. Office 
personnel have the burden to establish a prima facie case that the claimed invention as 
a whole is directed to solely an abstract idea or to manipulation of abstract ideas or 
does not produce a useful result. Only when the claim is devoid of any limitation to a 
practical application in the technological arts should it be rejected under 35 U.S.C. 101 . 
Compare Musgrave, 431 F.2d at 893, 167 USPQ at 289; In re Foster, 438 F.2d 101 1 , 
1013, 169 USPQ 99, 101 (CCPA 1971). Further, when such a rejection is made, Office 
personnel must expressly state how the language of the claims has been interpreted to 
support the rejection. 



Federal courts have held that 35 U.S.C. 101 does have certain limits. First, the 
phrase "anything under the sun that is made by man" is limited by the text of 35 U.S.C. 
101 . meaning that one may only patent something that is a machine, manufacture, 
composition of matter or a process. See, e.g., Alappat, 33 F.3d at 1542, 31 USPQ2d at 
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1556; Warmerdam, 33 F.3d at 1358, 31 USPQ2d at 1757 (Fed. Cir. 1994). Second, 35 
U.S.C. 101 requires that the subject matter sought to be patented be a "useful" 
invention. Accordingly, a complete definition of the scope of 35 U.S.C. 101 , reflecting 
Congressional intent, is that any new and useful process, machine, manufacture or 
composition of matter under the sun that is made by man is the proper subject matter of 
a patent. 

The subject matter courts have found to be outside the four statutory categories 
of invention is limited to abstract ideas, laws of nature and natural phenomena. 



1 . Nonstatutory Subject Matter 

Claims to computer-related inventions that are clearly nonstatutory fall into the same 
general categories as nonstatutory claims in other arts, namely natural phenomena 
such as magnetism, and abstract ideas or laws of nature which constitute "descriptive 
material." Abstract ideas, Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759, or the 
mere manipulation of abstract ideas, Schrader, 22 F.3d at 292-93, 30 USPQ2d at 1457- 
58, are not patentable. Descriptive material can be characterized as either "functional 
descriptive material" or "nonfunctional descriptive material." In this context, "functional 
descriptive material" consists of data structures and computer programs which impart 
functionality when employed as a computer component. (The definition of "data 
structure" is "a physical or logical relationship among data elements, designed to 
support specific data manipulation functions." The New IEEE Standard Dictionary of 
Electrical and Electronics Terms 308 (5th ed. 1993).) "Nonfunctional descriptive 
material" includes but is not limited to music, literary works and a compilation or mere 
arrangement of data. 

Both types of "descriptive material" are nonstatutory when claimed as descriptive 
material perse. Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759. When functional 
descriptive material is recorded on some computer-readable medium it becomes 
structurally and functionally interrelated to the medium and will be statutory in most 
cases since use of technology permits the function of the descriptive material to be 
realized. Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 USPQ2d 1031, 1035 (Fed. 
Cir. 1994) (claim to data structure stored on a computer readable medium that 
increases computer efficiency held statutory) and Warmerdam, 33 F.3d at 1360-61, 31 
USPQ2d at 1759 (claim to computer having a specific data structure stored in memory 
held statutory product-by-process claim) with Warmerdam, 33 F.3d at 1361, 31 
USPQ2d at 1760 (claim to a data structure perse held nonstatutory). When 
nonfunctional descriptive material is recorded on some computer-readable medium, it is 
not statutory since no requisite functionality is present to satisfy the practical application 
requirement. Merely claiming nonfunctional descriptive material stored in a computer- 
readable medium does not make it statutory. Such a result would exalt form over 
substance. 



Application/Control Number: 10/776,389 



Page 13 



Art Unit: 2672 

In practical terms, claims define nonstatutory processes if they: 

- consist solely of mathematical operations without some claimed practical application 
(i.e., executing a "mathematical algorithm"); or 

- simply manipulate abstract ideas, e.g., a bid (Schrader, 22 F.3d at 293-94, 30 
USPQ2d at 1458-59) or a bubble hierarchy (Warmerdam, 33 F.3d at 1360, 31 USPQ2d 
at 1759), without some claimed practical application. 



A process that merely manipulates an abstract idea or performs a purely 
mathematical algorithm is nonstatutory despite the fact that it might inherently have 
some usefulness. In Sarkar, 588 F.2d at 1335, 200 USPQ at 139, the court explained 
why this approach must be followed: 

No mathematical equation can be used, as a practical matter, without establishing and 
substituting values for the variables expressed therein. Substitution of values dictated 
by the formula has thus been viewed as a form of mathematical step. If the steps of 
gathering and substituting values were alone sufficient, every mathematical equation, 
formula, or algorithm having any practical use would be per se subject to patenting as a 
"process" under 101 . Consideration of whether the substitution of specific values is 
enough to convert the disembodied ideas present in the formula into an embodiment of 
those ideas, or into an application of the formula, is foreclosed by the current state of 
the law. 

For such subject matter to be statutory, the claimed process must be limited to a 
practical application of the abstract idea or mathematical algorithm in the technological 
arts. SeeAlappat, 33 F.3d at 1543, 31 USPQ2d at 1556-57 (quoting Diamond v. Diehr, 
450 U.S. at 192, 209 USPQ at 10). See also Alappat 33 F.3d at 1569, 31 USPQ2d at 
1578-79 (Newman, J., concurring) ("unpatentability of the principle does not defeat 
patentability of its practical applications") (citing O'Reilly v. Morse, 56 U.S. (15 How.) at 
114-19). A claim is limited to a practical application when the method, as claimed, 
produces a concrete, tangible and useful result; i.e., the method recites a step or act of 
producing something that is concrete, tangible and useful. See AT&T, 172 F.3d at 1358, 
50 USPQ2d at 1452. Likewise, a machine claim is statutory when the machine, as 
claimed, produces a concrete, tangible and useful result (as in State Street, 149 F.3d at 
1373, 47 USPQ2d at 1601) and/or when a specific machine is being claimed (as in 
Alappat, 33 F.3d at 1544, 31 USPQ2d at 1557 (in banc). For example, a computer 
process that simply calculates a mathematical algorithm that models noise is 
nonstatutory. However, a claimed process for digitally filtering noise employing the 
mathematical algorithm is statutory. 
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12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Horrow, U.S. Patent No. 5,375,199, teaches having a user move a cursor 43 with 
a mouse 20 over the graphical user interface which allows the user to interact with the 
magnifying glass image 32. The user may grab onto axis tic marks 48a-48e to change 
the scale of the image on the glass 44 as shown in figures 4B to 4C. The user may 
grab onto the handle 40, move the handle to wards supply spool 36 or take up spool 34 
to cause the range to change to encompass in the magnifying glass image 32 different 
portion of the information. 

Rayner, U.S. Patent No. 5,388,197, teaches a timeline that can vary in length 
from a few seconds to an hours and a half, column 5 lines 45-48. 

13. A prior art rejection cannot be made because the metes and bounds of the 
claims are not definite and because the specification does not assist in determining the 
claimed invention. Thus, an indication of allowability would be premature. In re Steele, 
305 F.2d 859,134 USPQ 292 (CCPA 1962) (it is improper to rely on speculative 
assumptions regarding the meaning of a claim and then base a rejection under 35 
U.S.C. 103 on these assumptions). 
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14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffery A Brier whose telephone number is 703-305- 
4723 until the move and after the move the telephone number will be 571-272-7656. 
The examiner can normally be reached on M-F from 6:30 to 3:00. If attempts to reach 
the examiner by telephone are unsuccessful, the examiner's supervisor, Michael 
Razavi, can be reached at (703) 305-4713). The fax phone number for the organization 
where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Jeffery A Brier 
Primary Examiner 
Art Unit 2672 



